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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

. If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed . may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )|3 Responsive to communlcation(s) filed on Amendment filed 3/15/2004 . 
2a)M This action is FINAL. , 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) IE Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-26 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) 13 Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)l3 None of: 

1 M Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Sunnmary (PTO-413) Paper No(s). — 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement{s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section nrade in this Office action: 

(e) the inventbn was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims 1-3, 7-15, 17-22 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Suga (6.234,031). 

Regarding claim 1, Suga discloses a device comprising (Figures 6, 7) scanning 
lines (113) and signal lines (1 14) formed on a substrate (101) in a grid pattern; switching 
elements (110) formed on the substrate (101) in each grid and connected to the 
scanning lines (113) and the signal lines (114); an insulating film (102), formed on the 
substrate (101) so as to at least partially cover the switching elements (110), having 
contact holes each of which is a perforation (Figure 3); sense electrodes (103) formed 
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on the insulating film (102) and connected to the switching elements (110) via the 
contact holes; and a protective film (107) formed on the insulating film (102) so as to 
cover the sense electrode (103), wherein an entire upper surface of the insulating film 
(102) is flat except for areas proximate the contact hole (See figure 6). 

Regarding claim 2, Suga disclose the surface (surface of element 102) on which 
the sense electrode (103) is formed is flat when the insulating film (102) is formed. 

Regarding claim 3, Suga discloses the insulating film is formed by application of 
an insulating material (This is not only for prior art of Suga but also true for every prior 
art of fingerprint e.g. element 721 , figure 4). 

Regarding claims 7, 8, Suga discloses (Figure 5) the sense electrode (812) is 
provided so as to be overlapped with at least either one of the scanning lines and the 
signal lines and switching elements (See figure 8B). 

Regarding claim 9, Suga discloses a shade film (105) is provided on the 
switching elenr\ent (1 1 0). 

Regarding claims 10, 11, Suga discloses the sense electrode (103) and 
insulating (102) has shading property (Almost every material has shading property). 

Regarding claim 12, Suga discloses an auxiliary electrode (Finger) (See also 
figure 1) for forming capacity with the sense electrode (103) (Electrode 512 figure 1). 

Regarding claim 13, Suga discloses an auxiliary capacity (Finger) which is 
formed with either one of the sense electrode (the electrode at 519 points to) and an 
electrode (512) having a same electrical potential (512 and 519 having the same 
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potential) as the sense electrode (512) is provided in a layer under the insulating film 
(605) (Figure 2). 

Regarding claim 14, Suga disclose the substrate (101) is an insulating property 
(Most substrate is insulating property, if not, all of the conductive elements on it is short 
circuit). 

Regarding claim 15, Suga discloses the substrate is a glass substrate (Column 8, 

line 1). 

Regarding claim 17, Suga discloses (Figure 7) at least either one of a drive 
circuit (115) for applying a drive signal to the scanning lines (113) and a sense circuit 
(103, 109, 106, 110) for sensing a signal from the signal lines (114) is directly mounted 
on the glass substrate (Figure 6). 

Regarding claim 18, Suga discloses circuit (115) for applying a drive signal to the 
scanning lines (113) and a sense circuit (103, 109, 106, 110) for sensing a signal from 
the signal lines is monolithically (Column 3, line 22) formed on the glass substrate (101 ). 

Regarding daim 19, Suga discloses the drive circuit (115) and the sense circuit 
are made of polysilicon. 

Regarding daim 20, Suga disdoses the protective film is made up of a dielectric 
film having a relative permittivity not less than 5 (Column 11, 53-55; column 12, lines 
58-60). 

Regarding daim 21, Suga disdoses the protective film is made of polysilicon 
(Column 12.40-67). 
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Regarding claim 22, Suga discloses the protective dielectric film is made up of 
dielectric film having a relative permitivity of (30) (Column 12, lines 40-52) not less than 
10. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaliy disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
inverTtion was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In vi^hich the inventfon was made. 

4. Claims 23-26 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Suga (6.234,031). 

Regarding claims 23-25, Suga does not discloses the protective film includes a 
matter selected from the group consisting of JazOs, TiOz, SrTiOa, BaTiOa, and BaxSn. 
xTiOa; or made up of a Fluroresin; or formed by a dry transferring method. However, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to incorporate material such as Ta205, TiOa, SrTiOs, BaTiOa, and BaxSri.xTiOa; or 
made up of a Fluroresin, Into the system of Suga because Suga taught that (column 12, 
lines 20-67) the deformation layer is requires to be sufficient soft when compare with 
skin of a finger, if material has hardness exceeds 30 in the JIS hardness, the fingerprint 
pattern became unclear. 

Regarding claim 26, Suga does not disclose the upper surface of the insulating 
film (102) is characterized by differences in level no greater than 0.5|xm. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate the upper surface of the insulating film (102) is 
characterized by differences in level no greater than 0.5|im, because Suga taught that 
"when the thickness gate insulating film was reduced from IG^im by 1^im to 9nm while 
the current value specified as above is maintained as a fixed cun-ent value, the gate 
voltage changed from 5V to 4.7, and consequently, a sufficiently great voltage variation 
of 260 mV was obtained" (Column 17 =, lines 57-67; column 18, lines 1-10). 

5. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Suga 
(6,234,031 ) in view of Pires (6,41 1 ,726). 

Regarding claims 4, 5, Suga does not the insulating film is made of an organic 
matter. Pires discloses a device similar to that of Suga and further discloses insulating 
film (68) is made of an organic matter (Pires's column 4, lines 44-47). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to recognize the desirability of modifying Suga to incorporate an 
insulating, which is made of an organic matter as taught by Pires into the system of 
Suga because it would have been desirable to produce a fine line image of the 
fingerprint (Pires's column 4, lines 51-54). 

Regarding claim 6, the only difference between Suga and Pires and the invention 
claim is that the claim recites the insulating has thickness between l^m and S^im while 
Suga and Pires are between 1|xm and lO^im. 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to recognize the desirability of modifying Suga and Pires to 
incorporate the thickness of the insulating film between 1 |im and 5|xm into the system of 
Suga and Pires since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. MPEP 2144.05 In re Aller, 105 USPQ 233. 

6. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Suga 
(6,234,031) in view of Nakashima et al. (5,916,735). 

Regarding claim 16, Suga does not disclose the substrate is made of plastic. 
Nakashima et al. discloses method for manufacturing fine pattern and further discloses 
a substrate is made of plastic for the purpose of reducing the size and weight of the 
device (Nakashima et al.'s column 2, lines 43-45). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate a substrate 
made of plastic into the system of Suga because Nakashima et al. taught that using 
plastic substrate would reduce the size and weight for the device. 

Response to Arguments 

7. Applicant's arguments filed 3/1 5/2004 have been fully considered but they are 
not persuasive. 

In response to Applicant argument that: "Suga does not disclose or suggests 
that the top surface of film 102 is flat. To the contrary, the top surface of Suga's film 102 
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will be non-flat because of the array of protruding electrodes 103 located thereunder." 
Applicant also relies on figure 8A for his argument. 

It is noted that, figures 6-7 were applied on the rejection (e.g. claim 1) and 
contrary to Applicant's argument, Suga does disclose "the upper surface of the 
insulating is flaf (See figure 6) in spite of whether electrode 103 located thereunder. 

In response to Applicant argument that Suga's layer 102 has no contact holes 
defined therein. 

It is noted that the prior art of figure 3 discloses layers, which have many contact 

holes. 

In response to Applicant's argument that Figs. 6-7, Suga forms a capacitive 
element 109 by a detection electrode 103 and a flexible electrode 106. Hence, the 
technique for detection in Suga is different from that of certain example non-limiting 
embodiments of this invention. 

Examiner does not see why the capacitive element 109 by a detection electrode 
103 and a flexible electrode 106 are differed from embodiments of the invention 
application. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vincent Q Nguyen whose telephone number is (571) 
272-2234. The examiner can normally be reached on Mon-Fri 8:30am-5.00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, N. Le can be reached on (571) 272-2233. The fax phone numbers for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Vincent Q. Nguyen 



Contact Information 




April 14, 2004 



PRIMARY EXAMINER 



